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DETAILED ACTION 

• Receipt is acknowledged of applicant's remarks, which was filed on 11 October 
2006. 

• The obviousness-type double patenting rejection of the prior Office action (mail date 
25 July 2006) is withdrawn in light of the remarks. 

***** 

Claim Rejections -35USC§112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for pigment derived from fish, does not reasonably 
provide enablement for said pigment being a mixture of guanine and hypoxanthine. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hoercher, et. al. (U.S. Patent No. 4,966,734). 

Hoercher, et. al. teach a process for removal of undesirable odors fish products 
by reducing the carbonyl compounds which cause fish odor (see col. 1, lines 1-17; col. 
2, lines 6-7). 

The disclosed process involves mixing sodium borohydride solution (0.01-10%) 
with a fatty ester mixture (from, for example, fish oil) and an organic acid (see col. 2, 
lines 1-5 and 44-45; Examples 1 and 3). The acid is added 30 minutes after the sodium 
borohydride is mixed with the fatty ester mixture (see Example 1). 

Hoercher, et. al. explain that the disclosed process is beneficial because it results 
in removal of undesirable odor from fish products, which is extremely difficult to remove 
(see col. 1, lines 31-35, 61-68; col. 2, lines 6-10). 

Although Hoercher, et. al. do not explicitly teach a fish derived pigment in the 
form of a paste, as instantly claimed, the carbonyl compounds which cause fish odor in 
the instantly claimed fish derived pigment are the same carbonyl compounds of the fish 
oil in the prior art. Thus, reduction of carbonyl compounds, whether in fish pigment or 
fish oil (as described in the prior art) will result in removal of undesirable fish odors. 

Hoercher, et. al. do not explicitly teach the organic acid claimed, i.e. acetic acid; 
nor do they teach use of sodium borohydride in powder form. Burden shifts to applicant 
to show an unexpected result by using acetic acid in lieu of other organic acids and use 
of sodium borohydride in powder form. 
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While Hoercher, et. al. do not explicitly teach all the instant claimed percentages, 
it is the position of the examiner that it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to determine suitable percentages through 
routine or manipulative experimentation to obtain the best possible results, as these are 
variable parameters attainable within the art. 

Moreover, generally, differences in concentration will not support the patentability 
of subject matter encompassed by the prior art unless there is evidence indicating such 
concentration is critical. "[W]here the general conditions of a claim are disclosed in the 
prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Alter, 220 F.2d 454, 456; 105 USPQ 233, 235 (CCPA 1955). 
Applicants have not demonstrated any unexpected or unusual results, which accrue 
from the instant percentage ranges. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to remove undesirable odor from fish products using a complex 
metal hydride and an organic acid, as taught by Hoercher, et. al. Motivation, as 
explained by Hoercher, et. al. comes from removal of undesirable odor from fish 
products, which is extremely difficult to remove. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Saiga, et. al. (JP 351 14921 1A) teach that reduction of amines 
(from natural sources) with borohydride compounds will reduce odor. JP 2003088337A 
teaches treatment of fish scales with acid to reduce odor. 



Application/Control Number: 1 0/747,668 Page 5 

Art Unit: 1615 

Response to Arguments 

Applicant's arguments filed on 1 1 October 2006 have been fully considered but 
they are not persuasive. 
35 USC 112(1) 

Applicants araue that the instantly claimed fish derived pigment made of guanine 
and hypoxanthine is enabled bv the specification. See remarks, page 2. 

Examiner respectfully submits that in the section of the specification which 
describes the isolation of pigment derived from fish (see page 5, line 10 - page 6, line 
22) only guanine is mentioned; hypoxanthine is not disclosed anywhere in the 
description of pigment isolation. 

Applicants direct the record to page 1, lines 9-13. Here, hypoxanthine is 
mentioned as component of pearlescence. However, pearlescence is not claimed. 
Rather, claim 1 recites a, "pigment derived from fish." 

Thus, examiner respectfully submits that while a fish derived pigment consisting 
of guanine is enabled by the instant specification, a pigment consisting of a mixture of 
guanine and hypoxanthine is not. 

* 

35 USC 103 

1. Applicants argue that the instant application is directed to the deodorization of a 
pigment derived from fish, while the Hoercher. et al. reference is directed to deodorizing 
an oil derived from fish. See remarks, page 3. 
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Claim 1 (the only independent claim presented) recites, "[a] process for the 
deodorization of pigment derived from fish comprising contacting said pigment with a 
complex metal hydride." (Emphasis supplied.) 

The limitation "pigment derived from fish" is extremely broad, and may 
reasonably be interpreted as claiming a pigment derived from any part of a fish, 
including fish oil. The specification does not limit the scope of the language; i.e. no 
guidance is provided as to what a "pigment derived from fish" includes. Thus, examiner 
respectfully submits that fish oil is within the scope of the instant claims. 
2. Applicants argue that the instant application does not indicate that the odor of 
pigment derived from fish scales is due to carbonvl compounds. Applicants direct the 
record to page 2, lines 17-20 of the instant application, where it is stated that natural 
guanine crystals contain impurities which are believed to cause the unpleasant odor. 
See remarks, page 3. 

Examiner respectfully submits that applicants have not provided any evidence 
that the odor from fish scales derives from amines. The assertion that the odor from 
fish scales derives from amines is a theory advanced by the applicant without any basis 
in fact. The language of the specification relied upon by applicants in their remarks 
(page 2, lines 17-20) suggests that applicants themselves are unsure of the soundness 
of this theory: "Natural crystallized guanine, however, may contain impurities, believed 
to be amines, which can cause deterioration of and as well provide an unpleasant odor 
in the products formulated therewith." (Emphasis supplied.) Thus, examiner 
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respectfully submits, carbonyl compounds cannot be ruled out as the source of odor in 
applicants 1 disclosure. 

Furthermore, applicants have not recited amines, or a reaction between amines 
and a complex metal hydride in the instant claims; nor do the instant claims contain a 
limitation stating that the odor treated is not from carbonyl compounds. Thus, 
applicants are arguing limitations that are not in the instant claims 

The applicant's arguments are based on what the examiner believes to be a 
narrow interpretation of the prior art. A reference may be relied upon for all that it would 
have reasonably suggested to one having ordinary skill the art, including non-preferred 
embodiments. Merck & Co/ v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 
(Fed. Cir.), cert, denied, 493 U.S. 975 (1989). It is the position of the examiner that one 
of ordinary skill in the art, given both the prior art and the claims in their present form 
their broadest reasonable interpretation, would find the claimed invention obvious in 
view of the prior art. See MPEP § 21 11 and 2123. 

***** 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hasan S. Ahmed whose telephone number is 571-272- 
4792. The examiner can normally be reached on 9am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael P. Woodward can be reached on 571-272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. / 
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